United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Aleundria. Viiginia 223 13-1450 

WWW.ll5ptO.gDV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/654,886 



09/05/2003 



Yoshiharu Nakaji 



50340-155 



6645 



7590 06/06/2006 

McDERMOTT, will & EMERY 

600 13th Street, N.W. 
Washington, DC 20005-3096 



EXAMINER 



CANTELMO. GREGG 



ART UNIT 



PAPER NUMBER 



1745 



DATE MAILED: 06/06/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 


Office Action SummBrv 


10/654,886 


NAKAJI ETAL 


Examiner 


Art Unit 






Gregg Cantelmo 


1745 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 IVIONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temri adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim{s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim{s) 1-36 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)KI All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) El Information Disdosure Statement(s) {PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 9/5/03 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mall Date. . 

5) □ Notice of Infomnal Patent Application (PTO-1 52) 

6) 0 Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060530 



Application/Control Number: 10/654,886 Page 2 

Art Unit: 1745 

DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement filed September 5, 2003 has been placed in 
the application file and the infomnatlon referred to therein has been considered as to the 
merits. 

Drawings 

3. The drawings received September 5, 2003 are acceptable for examination 
purposes. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

Claims 31 and 32 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 31 recites the limitation "the running state" in lines 4 and 5. There is 
Insufficient antecedent basis for this limitation in the claim. Furthermore it is not 
particularly clear what the term "running state" is meant to encompass within the claim. 



Claim Rejections • 35 USC § 102 
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5. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-4, 9-18, 35 and 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 2001-307758 (JP 758). 

JP 758 discloses a fuel cell system and method of operating comprising a drive 
device which drives the moving body by receiving power, a power plant having a fuel 
cell 10 supplying power to the drive device and a fuel supply device which supplies fuel 
to the fuel cell 10 to generate power and a controller 50 which is configured to both the 
fuel cell 20 and battery 30 which switches between the battery and fuel cell depending 
on the operating mode of the system (Fig. 1 as applied to claims 1 and 36). 

While Intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result In a structural difference between the claimed Invention and the prior art 
In order to patentablv dlstinoulsh the claimed Invention from the prior art. If the prior art 
structure Is capable of performino the intended use, then It meets the claim. In a claim 
drawn to a process of making, the Intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576. 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 
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Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly. 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA1959). See also MPEP §2114. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). 

It is held that the prior art system of JP '758 employs the same claimed elements 
and the controller therein is connected to the same claimed elements and is capable of 
performing the same functions as defined in claims 1-4, 9-1 1,18. 

As discussed above a battery 10 is provided in parallel with the fuel cell and is 
charged by the fuel cell and also serves to drive the device when the fuel cell operation 
is stopped. A detector 46 is provided to determine the state of charge (SOC) of the 
battery and sends that signal to the controller (as applied to claims 12, 14 and 16). 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior art 
in order to patentablv distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
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as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto. 312 F.2d 937, 938. 136 USPQ 458. 459 (CCPA 1963). 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly. 263 F.2d 844, 847. 120 USPQ 528, 531 
(CCPA 1959). See also MPEP §2114. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim . Ex parte Masham. 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). 

It is held that the prior art system of JP 758 employs the same claimed elements 
and the controller therein is connected to the same claimed elements and is capable of 
performing the same functions as defined in claims 12-17. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966). that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

7. Claims 5, 7 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over JP '758 in view of U.S. Patent Application Publication No. 2004/0081870 
(Miyazawa). 

The teachings of JP '758 have been discussed above and are incorporated 

herein. 

The differences between claims 5, 7 and 8 and JP '758 are that JP '758 does not 
teach of a temperature detector (claim 5), or of the functionality of the detector (claims 7 
and 8). 

Miyazawa discloses providing a fuel cell temperature sensor and connecting the 
sensor to the controller and fuel cell for selective control of the operation of the fuel cell 
in response to the temperature of the fuel cell (Fig. 1 and paragraph [0033]). 
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The motivation for using the temperature sensor of Miyazawa is that it provides 
temperature control of the fuel cell. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '758 by providing a 
temperature sensor in combination with the fuel cell controller since it would have 
provided a way to control the temperature of the fuel cell. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result In a stmctural difference between the claimed invention and the prior art 
in order to oatentablv distinouish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. In re Casey. 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 

Claims directed to apparatus must be distinouished from the prior art in terms of 
structure rather than function . In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). See also MPEP § 21 14. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the stmctural 
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limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). Applied to claims 7 and 8. 

8. Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
758 in view of U.S. Patent Application Publication No. 2002/0046889 (Kunitake). 

The teachings of JP 758 have been discussed above and are incorporated 
herein. 

The differences between claims 5-8 and JP 758 are that JP 758 does not teach 
of a temperature detector (claim 5), of detecting the temperature of the reformer (claim 
6), or of the functionality of the detector (claims 7 and 8). 

Kunitake discloses providing a refomier temperature sensor and connecting the 
sensor to the controller and fuel cell for selective control of the operation of the fuel cell 
in response to the temperature of the reformer (Fig. 1 and paragraph [0046]). 

The motivation for using the temperature sensor of Miyazawa is that it provides 
temperature control of the fuel cell and refonmer. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP 758 by providing a 
temperature sensor in combination with the fuel cell controller since it would have 
provided a way to control the temperature of the fuel cell and refomier. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior art 
in order to patentablv distinguish the claimed invention from the prior art. If the prior art 
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structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly. 263 F.2d 844. 847, 120 USPQ 528. 531 
(CCPA 1959). See also MPEP § 21 14. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). Applied to claims 7 and 8. 

9. Claims 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
758 in view of either U.S. Patent No. 6.339.749 (Rieker) or 6.173,226 (Yoshida). 

The teachings of JP '758 have been discussed above and are incorporated 
herein. 

The differences between claims 19-23 JP 758 are that JP 758 does not teach of 
a displacement speed detector (claims 19 and 22) and load detector (claim 19) or of the 
process conditions applied to the system therein (claims 19-23). 

JP 758 is directed to hybrid-powered vehicles. 
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The concept of providing detectors to determine the weight of a vehicle from 
variables including displacement speed and load is known in the automotive industry as 
taught by Yoshida and Rieker (Fig. 1 of Yoshida and abstract and Fig. 1 of Rieker). 

The motivation for detecting the speed displacement and load on the vehicle to 
detemriine the weight of the vehicle is to provide signals to the processor for optimizing 
the power output of the battery and fuel cell in the vehicle power plant based on the 
measured values. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP 758 by detecting the 
speed displacement and load on the vehicle to detennine the weight of the vehicle since 
it would have provided signals to the processor for optimizing the power output of the 
battery and fuel cell in the vehicle power plant based on the measured values. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior art 
in order to patentablv distinouish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto. 312 F.2d 937, 938. 136 USPQ 458, 459 (CCPA 1963). 
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Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly, 263 F.2d 844. 847. 120 USPQ 528. 531 
(CCPA 1959). See also MPEP § 21 14. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). Applied to claims 19-23. 

10. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 758 in view of Stth^U.S. Patent No. 6.577.334 (Kawai). " 
The teachings of JP '758 have been discussed above and are incorporated 

herein. 

The differences between claims 24 and 25 and JP '758 are that JP '758 does not 
teach of a displacement speed detector, braking detector and blinker detector (claim 24) 
or of the process conditions applied to the system therein (claims 24 and 25). 

JP '758 is directed to hybrid-powered vehicles. 

Kawai discloses of a vehicle condition sensor 30 that detects various vehicle 
conditions, including the drive conditions, includes vehicle speed sensor means or a 
vehicle speed sensor 31 , decelerating operation sensor means comprising a break 
sensor 32. an accelerator sensor 33, a blinker sensor 34. and a throttle opening sensor 
35. Vehicle speed sensor 31 detects a vehicle speed V. Break sensor 32 detects if the 
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brake pedal is engaged (ON/OFF). Accelerator sensor 33 detects the accelerator's 
degree of opening .alpha.. Trafficator sensor 34 detects ON/OFF of a trafficator switch. 
Throttle opening sensor 35 detects a degree of throttle opening .theta.. (col. 1 1 , ~ll. SO- 
SO). 

The motivation for detecting the speed displacement, braking and blinker of the 
vehicle to is to provide signals to the processor for optimizing the power output of the 
battery and fuel cell in the vehicle power plant based on the measured values. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP 758 by detecting the 
speed displacement, braking and blinker of the vehicle since it would have provided 
signals to the processor for optimizing the power output of the battery and fuel cell in the 
vehicle power plant based on the measured values. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result in a stmctural difference between the claimed Invention and the prior art 
in order to oatentablv distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performino the intended use, then it meets the claim. In a claim 
drawn to a process of making, the Intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937. 938, 136 USPQ 458, 459 (CCPA 1963). 
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Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly, 263 F.2d 844, 847. 120 USPQ 528, 531 
(CCPA 1959). See also MPEP § 2114. 

The manner of operating the device does not differentiate an apparatus claim 
from the prior art. A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). Applied to claims 19-23. 

1 1 . Claims 26-30 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 
758 in view of ««tt»pU.S. Patent No. 6,847,127 (Lee). J 



The teachings of JP '758 have been discussed above and are incorporated 
herein. 

The differences between claims 26-30 and JP 758 are that JP 758 does not 
teach of a load detector for estimating the power of the vehicle (claim 26) or of the 
process conditions applied to the system therein (claims 26-30). 

JP 758 is directed to hybrid-powered vehicles. 

Lee discloses that it is preferable that the fuel cell mode is implemented when the 
required vehicle power is less than or equal to a predetermined power and a charge 
degree of the battery is greater than or equal to an upper limit value. The required 
vehicle power is preferably estimated based on the power presently used in the motor, a 
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level of depression of an accelerator pedal, and a level of depression of a brake pedal 
(col. 5, II. 25-40). 

By providing the detector and estimating the power of the moving body, the 
controller can more effectively regulate the power plant by selecting operational 
conditions relative to the load applied to the accelerator. 

The motivation for using the detector of Lee is that it improves the efficiency of 
the power plant. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '758 by providing a load 
detector for estimating the power of the vehicle since it would have improved the 
efficiency of the power plant. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result In a structural difference between the claimed invention and the prior art 
in order to patentablv distinguish the claimed invention from the prior art. If the prior art 
structure is capable of oerformino the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 

Claims directed to apparatus must be distinguished from the prior art in terms of 
stmcture rather than function . In re Danly, 263 F.2d 844, 847. 120 USPQ 528, 531 
(CCPA 1959). See also MPEP § 21 14. 
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The manner of operating the device does not differentiate an apparatus claim from the 
prior art. A claim containing a "recitation with respect to the manner In which a claimed 
apparatus Is Intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). Applied to 
claims 26-30. 

12. Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 758 in view of either JP 2000-329576 (JP '576) or U.S. Patent No. 5.983,154 
(Morlsawa). 

The teachings of JP '758 have been discussed above and are Incorporated 

herein. 

The differences between claims 31 and 32 and JP '758 are that JP '758 does not 
teach of a navigation system and controller connected to the navigation system to 
estimate the mnning state of the moving body from the navigation system (claim 31) or 
of the process conditions applied to the system therein (claims 31 and 32). 

JP 758 is directed to hybrid-powered vehicles. 

JP '576 discloses a navigation system whereby the running state of a vehicle or 
the like can be easily recognized through a display of a vehicle position mark and 
further the time of driving can be more pleasantly produced. 

While the vehicle Is running, on the other hand, the driver can change the 
running mode by operating the running mode setting switch 4 manually according to the 
running situations, and the running mode can be automatically changed to the optimum 
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running mode on the basis of the running state of the vehicle and the road situations, as 
detected by the navigation system 1 1 (IVIorisawa, col. 7, II. 25-30). 

The motivation for providing a navigation system and connecting it to the 
controller of the power plant is that by providing the running state of the vehicle, the 
running mode and thus power requirements of the power plant can be automatically 
changed as needed depending on the road conditions and vehicle running state. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '758 by providing a 
navigation system and connecting it to the controller of the power plant since by 
providing the running state of the vehicle, the running mode and thus power 
requirements of the power plant could have been automatically changed as needed 
depending on the road conditions and vehicle running state. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apparatus , article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior art 
in order to patentablv distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performino the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 
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Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly. 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). See also MPEP § 21 14. 

The manner of operating the device does not differentiate an apparatus claim from the 
prior art. A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). Applied to 
claims 31 and 32. 

1 3. Claims 33 and 34 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over JP 758 in view of either U.S. Patent No. 6,480,928 (Yashiki) or U.S. Patent No. 
6,876.892 (Matsuura). 

The teachings of JP 758 have been discussed above and are incorporated 
herein. 

The differences between claims 33 and 34 and JP 758 are that JP 758 does not 
teach of the controller comprising both rewritable and non-rewritable memory (claim 33) 
or of the process conditions applied to the system therein (claims 33 and 34). 

JP 758 is directed to hybrid-powered vehicles. 

Yashiki disclose a vehicle control system wherein the controller includes both 
rewritable and non-rewritable memory (abstract). 

The rewritable ROM 16 is a non-volatile memory from which stored data can be 
deleted and to which new data can be written. The rewritable ROM 16 can be, for 
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example, a flash memory or an EEPROM. The non-rewritable ROM 17 is a non-volatile 
memory. The non-rewritable ROM 17 can be implemented by specifying a part of the 
memory area of a rewritable ROM as an unchangeable area, or by using a mask ROM 
for which data is fixed during manufacturing and from or to which data can subsequently 
not be deleted or written. Alternatively, the ROM 17 can be implemented with a PROM 
to which data can be written only once (Matsuura, col. 4, II. 45-55). 

The motivation for providing both a rewritable and non-rewritable memory in the 
controller is to provide a memory which store operational programs in the non-rewritable 
memory and a memory for temporarily storing user date and date obtained from the 
operational detectors. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP 758 by modifying the 
controller to have both rewritable and non-rewritable memory in the controller since it 
would have provided a memory which store operational programs in the non-rewritable 
memory and a memory for temporarily storing user date and date obtained from the 
operational detectors. 

While intended use recitations and other types of functional language cannot be 
entirely disregarded. However, in apoaratus . article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior art 
in order to patentablv distinouish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
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as compared to the prior art. In re Casey. 370 F.2d 576, 152 USPQ 235 (CCPA 1967); 
In re Otto. 312 F.2d 937, 938. 136 USPQ 458, 459 (CCPA 1963). 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than function . In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). See also MPEP § 2114. 

The manner of operating the device does not differentiate an apparatus claim from the 
prior art. A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987). Applied to 
claims 33 and 34. 

Conclusion 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Gregg Cantelmo whose telephone number is 571-272- 
1283. The examiner can normally be reached on Monday to Thursday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 
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